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DETAILED ACTION 



In response to applicant's amendment dated March 5, 2009 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11. 12. 14. 15. 18-20 and 23-26 are finally rejected under 35 U.S.C. 
103(a) as being unpatentable over Wheeler (U.S. 3.982.520) in view of Nichtnennunq 
(DE3100499A1). 

With respect to claim 1 1 , Wheeler discloses a filter device, as shown in Fig. 1 , 
having: 

• a filter housing 26 having first and second fluid connections and an exterior 
surface, as shown in Fig. 3; 

• a filter element held in said filter housing 26, as shown in Fig. 3; 

• a fluid container 24 having an exterior surface and being located adjacent to 
and side-by-side with said filter housing 26 to define a lateral space 
therebetween; and 

• a connector 20 coupling said fluid connections to said fluid container 24, said 
connector 20 having at least one displaceable blocking part 60 blocking said 
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fluid connections in a blocking position thereof and opening said fluid 
connections in an open position thereof; 

• said blocking part 60 being located between and accessible from said exterior 
surfaces of said filter housing 26 and said fluid container 24 when said filter 
housing 26 and said fluid container 24 are coupled by said connector 20; 

• said blocking part 60 including a sliding valve part guided for movement 
between and sealed between first and second connecting plates 20, 22, of 
said connector 20 by seals 38, 56, facing said filter housing 26 and facing 
said fluid container 24; 

• said connector 20 with said blocking part 60 being located in said lateral 
space with said filter housing 26 and said fluid container 24 being on opposite 
sides of said connector 20, as shown in Fig. 3. 

Wheeler lacks the blocking part displaceable longitudinally and the specific 
shape of the valve, i.e., plate-shaped. 

Nichtnennung teaches a filter device, as shown in Fig. 1 , having a connection 
housing 1 coupled to a filter 6, said connection housing 1 including three plate-shaped 
valves 10, 11, 12, longitudinally displaceable in order to open and closed fluid 
passages. It would have been obvious to provide the valve disclosed by Wheeler 
displaceable longitudinally as taught by Nichtnennung in order to open and closed fluid 
passages and since the provision of a rotational and/or longitudinal movement to a 
valve is very common in the art (see page 5, lines 1-6 of translation of Nichtnennung 
document). Furthermore, it would have been obvious to one of ordinary skill in the art at 
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the time the invention was made to provide a plate-shape configuration, as taught by 
Nichtnennung, to the valve disclosed by Wheeler, since the courts have held that a 
change in shape is a matter of choice which a person of ordinary skill in the art would 
have found obvious absent persuasive evidence that the particular configuration was 
significant (see In re Dailey, 357 F.2d 669,149 USPQ 47 (CCPA 1966)). 

With respect to claim 12, Wheeler discloses wherein said fluid container 24 is an 
internal combustion engine. The recitation "wherein said fluid container is a hydraulic 
tank" is considered a recitation of the intended use of the claimed invention which must 
result in a structural difference between the claimed invention and the prior art in order 
to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In this 
case, the container 24 is capable of being a hydraulic tank. 

With respect to claim 14, Wheeler discloses wherein said fluid connections 
include a fluid inlet and a fluid outlet in said filter housing 26; said connecting plates 20, 
22, include fluid passages corresponding to and forming part of said fluid connections; 
and said blocking part 60 has wall parts that cover said fluid connections in the blocking 
position and has openings that clear said fluid connections in the open position, as 
shown in Figs. 3 and 4. 
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With respect to claim 15, Wheeler discloses wherein said fluid inlet and said fluid 
outlet are located one of top of another in a direction of a longitudinal axis of said filter 
housing 26, and are adjacent one another and open directly on said exterior surface of 
said filter housing 26; said fluid passages are located one on top of another in said 
direction of said longitudinal axis and are adjacent one another; and said blocking part 
60 has clearance openings 64, 62, between said wall parts, said clearance openings 64, 
62, being aligned and congruent with said fluid passages in the open position to convey 
fluid therethrough, as shown in Fig. 3. 

With respect to claim 18, Wheeler discloses wherein said filter connections of 
said filter housing 26 are encompassed on an outer peripheral side thereof by an 
attachment part; and said connector 20 has flange parts 72, 70, on a connecting plate 
thereof facing said attachment part, said connecting plate having fluid passages therein 
encompassed by said flange parts, as shown in Fig. 3. 

With respect to claim 19, Wheeler discloses wherein said attachment part 
includes a locking part received in an opening in one of said flange parts 70, and a 
locking part 69 received in a recess in said blocking part 60 in the open position, said 
locking part 69, said opening and said recess extending transversely to a movement 
direction of said blocking part 60, as shown in Fig. 3. 
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With respect to claim 20, Wheeler discloses wherein said locking device includes 
a locking pin 69, as shown in Fig. 4. 

With respect to claim 23, Wheeler as modified by Nichtnennung discloses 
wherein said blocking plate moves translationally between the blocking and open 
positions, as shown in Fig. 1 of Nichtnennung. 

With respect to claim 24, Nichtnennung discloses wherein said fluid connections 
2 and 3 extend perpendicular to a longitudinal axis of said filter housing, as shown in 
Fig. 1 , and it would have been obvious to modify the housing of Wheeler in this manner 
since the courts have held that shifting the position of a particular element is 
unpatentable as long as the operation of the device is not modified (see In re Japikse, 
181 F.2d 1019, 86 USPQ 70 (CCPA 1950)). 

With respect to claim 25, Wheeler discloses wherein said blocking part 60 has 
two openings 64, 62, and two wall parts, as shown in Fig. 4. 

With respect to claim 26, Wheeler discloses wherein said two openings 64, 62, 
and said two wall parts are fixedly connected for simultaneous movement thereof only, 
as shown in Fig. 4. 



Application/Control Number: 10/589,964 
Art Unit: 1797 



Page 7 



Claims 16 and 17 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wheeler (U.S. 3,982,520) in view of Nichtnennunq (DE 31 00499A1 ) 
as applied to claim 1 1 above, and further in view of Gandini et al (U.S. 6,485,635) 
[hereinafter Gandinil. 

With respect to claim 16, Wheeler and Nichtnennung lack wherein said first and 
second fluid connections has first and second valves, respectively. 

Gandini teaches a filter, as shown in Fig. 1, having a housing 10, a check valve 
28 disposed on filter element 14, and a back-flow check valve 25 disposed in a support 
tube 1 1 , as shown in Fig. 2, in order to prevent the filter from running empty (see col. 2, 
lines 4-8). It would have been obvious to provide the filter disclosed by Wheeler as 
modified by Nichtnennung with valves in the inlet and outlet of the housing, as taught by 
Gandini in order to prevent the filter from running empty (see col. 2, lines 4-8). 

With respect to claim 17, Wheeler as modified by Nichtnennung and Gandini 
discloses wherein said first fluid connection includes a fluid outlet of said filter housing, 
with said first valve having a valve disk located on an outside of and over said fluid 
outlet, as shown in Fig. 2 of Gandini, and being independent of said blocking part; and 
said fluid connection includes a fluid inlet of said filter housing, with said second valve 
having a valve disk integrated within said filter inlet and being independent of said 
blocking part, as shown in Fig. 2 of Gandini. 
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Claim 21 is finally rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wheeler (U.S. 3,982,520) in view of Nichtnennunq (DE 31 00499A1 ) as applied to claim 
1 1 above, and further in view of Tomita et al. (U.S. 5,256,285) [hereinafter Tomital. 

With respect to claim 21, Wheeler as modified by Nichtnennung discloses 
wherein said blocking part 60 includes a handle 69 for manual operation thereof; but 
lacks wherein said filter housing comprises a handle for manual operation thereof. 

Tomita discloses a filter container 100, as shown in Fig. 13, having a base 101 
and a cap portion 102 including handle 1 12 for convenience of transportation (see col. 
7, line 1 ). It would have been obvious to provide the housing disclosed by Wheeler as 
modified by Nichtnennung with a handle as taught by Tomita in order to move said 
housing more easily (see col. 7, line 1). 

Claim 22 is finally rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wheeler (U.S. 3.982.520) in view of Nichtnennung (DE 31 00499A1 ) as applied to claim 
1 1 above, and further in view of Muzik et al. (U.S. 6.579.455) [hereinafter Muzikl. 

Claim 22 adds the further limitation of wherein said filter housing comprises cast 
aluminum; and said blocking part comprises one of steel and plastic. 

Wheeler as modified by Nichtnennung lacks the specific claimed materials. 

Muzik discloses a filter 10, as shown in Fig. 1, having a housing composed of 
elements 12, 14, 16, made of any suitable material, such as aluminum (see col. 5, lines 
54-67 and col. 6, lines 1-5). Muzik teaches that aluminum is a preferred material for its 
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low weight and strength (see col. 8, lines 66-67 and col. 9, lines 1-2). Muzik also 
discloses a valve 44, as shown in Fig. 9, which can be made of steel or plastic (see col. 
9, lines 2-9). It would have been obvious to a person having ordinary skill in the art at 
the time the invention was made to make the housing and blocking part disclosed by 
Wheeler as modified by Nichtnennung of aluminum and steel or plastic, respectively, as 
taught by Muzik, since Muzik teaches that those are suitable materials known in the art 
(see col. 9, lines 1-11). 

Response to Arguments 

Applicant's arguments with respect to claims 11,12 and 14-26 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MADELINE GONZALEZ whose telephone number is 
(571 )272-5502. The examiner can normally be reached on M, T, Th, F- 8:30am- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571 -272-1 1 66. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Madeline Gonzalez 
Patent Examiner 
July 16, 2009 



/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 



